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InpIANA QuarRTERED Oak Co. v. Feperat Trape Commission 
(26 F. 2d 340) 


Circuit Court of Appeals, Second Circuit 
May 14, 1928 


Unram Competirion—Feperat Trapve Commission Act. 

The trade use of the name “Philippine Mahogany”, to indicate 
woods grown in the Philippines which have not the characteristics of 
mahogany and are not botanically of the same family, is unfair trade 
competition, under the Federal Trade Commission Act. 

Unram Competrrion—Tesr. 

The test of such unfair competition is the deception of the 
purchasing public, and it does not matter what dealers in the rough 
lumber are not misled. The evidence shows deception of furniture 
manufacturers and retailers, builders and others. 

Unrairn Competrrion—Decerrion—Finpvineo or Fact. 


The finding of the Commission, that the public is deceived, is 
binding on the courts, if supported by any evidence. 
Unrarr ComMPpetTiItTIOoN—INTENT. 


Intent to deceive need not be shown, where actual deception 
results. 


In equity. On review of an order of the Federal Trade 
Commission to desist from advertising, describing, selling, or offer- 
ing for sale under the term “mahogany,” or “Philippine mahogany,” 
certain woods grown in the Philippine Islands. Affirmed. 


Charles Neave, of New York City (Daniel R. Forbes, of 
Washington, D. C., and Alexander C. Neave, of New 
York City, of counsel), for petitioner. 

F. Granville Munson, Major Judge Advocate, U. S. Army, 
of Washington, D. C., for government of Philippine 
Islands. 

Robert E. Healy, Chief Counsel, Adrien F. Busick, Asst. Chief 
Counsel, and M. Markham Flannery, all of Washington, 
D. C., for respondent. 

Marcus Borchardt, of Washington, D. C., George Gordon 
Battle, of New York City, and Davis, Polk, Wardwell, 
Gardiner §& Reed, of New York City (Havens Grant, of 


New York City, of counsel), amici curie. 


Before Manton, L. Hanp, and Swan, Circuit Judges. 
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Manton, C. J.: The Federal Trade Commission, after pro- 
tracted hearings, resulting in a very large record, by its order 
restrained the petitioner from “advertising, describing, or other- 
wise designating or selling, or offering for sale, under the term 
‘mahogany’ or ‘Philippine mahogany,’ * * * woods known under the 
common or trade-names ‘red lauan,’ ‘white lauan,’ ‘tanguile,’ ‘narra,’ 
‘apitong, ‘bataan,’ ‘lamao,’ ‘orion,’ “‘batang,’ ‘bagaac,’ ‘batak,’ and 
‘balachacan,’ * * * unless such wood * * * from which products 
are made is derived from the trees of the mahogany or Meliacee 
family.” 

The Commission made findings, supported by evidence, to which 
exceptions are taken, that the woods have been known and traded in 
for years, both in the Philippines and in the United States, under the 


names of “lauan” and “tanguile,” and having other trade-names as 
referred to in the order of the Commission; that about 85 per cent. 
of the Philippine woods sold as “Philippine mahogany” is imported 
through the Pacific Coast ports under the other trade-names as 
set forth; that some importers sell these woods to lumber dealers 
and furniture manufacturers under their native or trade-names. 
It also found that a substantial number of lumber dealers in this 
country use and deal in woods of the type sold by the respondent 
as Philippine mahogany under such native or trade-names. 

There is a conflict of evidence as to the tree family of those 
woods, but there is evidence to support the finding of the Com- 
mission that the lauan and tanguile sold by respondent as Phil- 
ippine mahogany is the product of the tree family scientifically 
known as Dipterocarpacee, which tree family is not scientifically 
or botanically related to the tree family Meliacee, the product of 
which constitutes true mahogany. Of the genera of this Meliacee 
family, but one, Swietenia, produces true mahogany, and there are 
five known species of Swietenia. The Commission has found that 
trees of the Swietenia group producing mahogany grow principally 
in the West Indies, southern Florida, southern Mexico, Central 
America, Venezuela, and Peru, and it also has found that no 
species of the genus Swietenia of this tree family grows in the 
Philippine Islands, except such as are planted for decorative or 
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experimental purposes. There is evidence to support the finding 
that the Spanish words “Caoba de Filipinos,’’ which means Phil- 
ippine mahogany, are used to designate native woods resembling 
mahogany in grain, texture, and color, but, while the term was 
known in the Philippines, it was not used in connection with the 
sale of lumber. 

The term “Philippine mahogany” was not used prior to the 
American occupation, and it appears that, prior to 1916, the 
Philippine government, through its Director of Forestry, opposed 
the practice of American importers selling Philippine hardwoods 
as “Philippine mahogany.’”’ Woods of widely different kinds are 
shown to have properties and characteristics in common, but it 
is the difference in such properties and characteristics that dis- 
tinguish one wood from the other, and the ultimate fact is made 
known by the test which consists in comparison or contrast of such 
properties and characteristics. Men engaged in the lumber busi- 
ness or woodworking trade recognize different woods by certain 
characteristics which are peculiar to these woods, and since such 
characteristics are produced in the growth of the tree, they are 
regarded as botanical characteristics, and are considered in classify- 
ing or identifying the different kinds of wood which the lumber or 
woodworking trade handles. 

The Commission has found that laborers in the lumber yard, 
who distinguish between the different kinds of lumber by consider- 
ing the grain, pore, scent, weight, or other identifying character- 
istics, are guided by botanical properties and differences inherent 
in the wood as formed in the tree, and these characteristics corre- 
spond with like characteristics placed by nature in the trees of 
the same species. Wood technologists, by reason of their expert 
knowledge, compare these and other qualities and characteristics 
with such precise results as to satisfy the requirements of both 
science and commerce, and, according to such identification, neither 
lauan nor tanguile are mahogany, botanically or otherwise. It is 


found that many of the characteristics and virtues possessed by 
mahogany are lacking in the Philippine hardwood sold by the 
respondent as “Philippine mahogany,” and this prevents such hard- 
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woods from serving such uses for which mahogany is particularly 
adapted, and there is evidence to support the finding that such 
woods are not suitable for cabinetmaking, because of the prevalence 
of wormholes, which constitute serious defects, and that they are 
too soft for flooring and not suitable for the construction of lamps, 
because they do not take the required finish; that they are not 
susceptible to the finish required by piano manufacturers on the ex- 
posed surfaces of pianos, nor are they suitable for carving. When 
used in furniture, it is necessary to fill the wormholes before the 
wood is stained or varnished, and such filling destroys the even 
appearance of the surface. They do not retain subsurface luster 
peculiar to mahogany, and, unlike mahogany, they do not beautify 
with age. The Commission has found that the general public is 
deceived when lauan or tanguile is sold for mahogany. 

It is now well settled that findings of fact by the Commission, 
having any evidence to support them, are conclusive and binding 
upon the courts reviewing the weight of the testimony. Fed. Trade 
Commission v. Beech Nut Co., 257 U. S. 441, 42 S. Ct. 150, 66 
L. Ed. 807, 19 A. L. R. 882 [12 T. M. Rep. 89]; Harriet Hubbard 
Ayer, Inc. v. Fed. Trade Commission (C. C. A.) 15 Fed. (2d) 274, 
276; Oppenheim, Oberndorf & Co. v. Fed. Trade Commission (C. 
C. A.) 5 F. (2d) 574; Nat. Biscuit Co. v. Fed. Trade Commission 
(C. C. A.) 299 F. 788. 

It is established that not all trees, shrubs or bushes belonging 
to the Meliacee, the mahogany tree family, produce mahogany 
lumber. But there is ample expert testimony establishing that no 
wood is mahogany unless it is wood from the tree of the mahogany 
tree family, and no wood is true mahogany unless it is of the genus 
Swietenia of that family. It becomes unnecessary for us to dis- 
cuss here the difference of expert opinion as to whether the trade 
designation “mahogany” should be confined to one or more species 
of the genus Swietenia, for wood from trees which in no way belong 
to either the genus, or mahogany tree family, is neither true 
mahogany nor any kind of mahogany. And the experts justified 
the findings of the Commission that the woods imported from the 
Philippine Islands and sold by the respondent as “Philippine 
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mahogany” are not from any tree of the Meliacee tree family. 
The Commission found that the representation of these woods as 
Philippine mahogany has caused dealers in the furniture and allied 
commodities to purchase such wood products in the belief that they 
are mahogany woods, and in turn to sell to retail dealers articles 
of furniture and allied commodities for articles of mahogany woods, 
which, when they ultimately reach the consuming public, become 
a fraud upon it. It found that such sales and practices deceived a 
substantial portion of the trade, and the purchasing public in sub- 
stantial numbers, because such purchases were made or induced under 
the belief that they were products made of true mahogany, and there- 
fore there was injury to the purchasing public and to the honest 
competitors of the petitioner. To support this finding, there was 
much testimony of witnesses who were engaged in the furniture 
business for a long period of years. 

If, as argued by the petitioner, the term “Philippine mahogany” 
has acquired a secondary meaning, in that the trade does not under- 
stand it to mean genuine mahogany, but a wood having some of the 
characteristics and qualities of mahogany, that will not permit the 
petitioner to escape the charge of deception or misleading the public. 
The trade, as a whole, does not understand that “Philippine mahog- 
any is not mahogany, but such understanding is limited to dealers 
who actually sell the rough lumber. Retailers of furniture, builders 
of houses and boats, testified that they understood the word to mean 
genuine mahogany. Indeed, some of the manufacturers of fur- 
niture, who used the lumber as a raw material, do not understand 
that it is not true mahogany. If the term deceives the purchasing 
public, its use may not be continued. As said in Federal Trade 
Commission v. Winsted Hosiery Co., 258 U. S. 483, 42 S. Ct. 384, 
66 L. Ed. 729 [11 T. M. Rep. 277]: 

“While it is true that a secondary meaning of the word ‘Merino’ is 
shown, it is not a meaning so thoroughly established that the description 
which the label carries has ceased to deceive the public; for even buyers 
for retailers, and sales people, are found to have been misled. * * * The 
fact that misrepresentation and misdescription have become so common 
in the knit underwear trade that most dealers no longer accept labels 


at their face value, does not prevent their use being an unfair method 
of competition. A method inherently unfair does not cease to be so 
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because those competed against have become aware of the wrongful 
practice. Nor does it cease to be unfair because the falsity of the 
manufacturer’s representation has become so well known to the trade 
that dealers, as distinguished from consumers, are no longer deceived.” 

False advertising and selling the commodity as and for a 
different commodity has been denounced by the courts as a method 
of unfair competition, within the meaning of the statute here in- 
voked. Procter & Gamble Co. v. Fed. Trade Commission (C. C. 
A.) 11 F. (2d) 47; Guarantee Veterinary Co. v. Fed. Trade Com- 
mission (C. C. A.) 285 F. 853 [12 T. M. Rep. 448]; Royal Baking 
Powder Co. v. Fed. Trade Commission (C. C. A.) 281 F. 744 [12 
T. M. Rep. 140]. The same rule obtains in the English courts. 
Lemy v. Watson (1915) 31 L. T. 612, and Steinway v. Henshaw, 
eh. F.C... 

It was the petitioner’s advertising of lauan and tanguile woods 
as “Philippine mahogany” that has worked deception upon the 
public. Purchasers from petitioner have relied upon its representa- 
tions and have sold the products made from these Philippine woods 
as mahogany. Mahogany wood has had a long-established reputa- 
tion; deception of the public in the sale of inferior woods, which 
are not true mahogany (which deception reaches the ultimate pur- 
chaser, even though the intermediate customers knew that the woods 
were not mahogany), is an unfair method of competition in com- 
merce, under Section 5 of the Trade Commission Act (38 Stat. 
717, 719 [15 USCA § 45]). Warner § Co. v. Lilly §& Co., 265 
U. S. 526, 44 S. Ct. 615, 68 L. Ed. 1161 [14 T. M. Rep. 247]; 
Coca-Cola Co. v. Gay-Ola Co. (C. C. A.) 200 F. 720 [4 T. M. 
Rep. 297]. 

It was not necessary for the Commission to establish intent 
to deceive the purchasing public; for the test of unfair competition 
was whether the natural and probable result of the use by the peti- 
tioner of such woods was deceptive to the ordinary purchaser, and 
made him purchase that which he did not intend to buy. Fed. 
Trade Commission v. Balme (C. C. A.) 28 F. (2d) 615; Straus 
v. Notaseme Hosiery Co., 240 U. S. 179, 182, 86 S. Ct. 288, 60 
L. Ed. 590 [6 T. M. Rep. 103]. 
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It is argued that there is a want of public interest, and that 
the Federal Trade Commission was not justified in assuming 
jurisdiction under Section 5 of the Federal Trade Commission Act 
(88 Stat. 717, 719). That act provides that, “if it shall appear 
to the Commission that a proceeding by it in respect thereof would 
be to the interest of the public,” jurisdiction may be taken by the 
Commission. 

The practices here involved affect the public, who buy fur- 
niture and other products manufactured from mahogany wood, as 
well as intermediate dealers in mahogany, and this was sufficient 
to sustain the Trade Commission in assuming jurisdiction. Fed- 
eral Trade Commission v. Winsted Hosiery Co., supra. 

Order affirmed. 


Swan, C. J.: I reluctantly concur in the result, because the 
Commission has made findings of deception of the public, which 
there is some evidence to support, though in my opinion it is great- 
ly outweighed by contrary evidence. The purchasing public knows 
little, and cares less, I think, about the botanical characteristics of 
mahogany. The Philippine government, our own Departments of 
War, Commerce, and Agriculture, and the Interstate Commerce 
Commission have been accustomed for years to refer the woods in 
question as “Philippine mahogany.” The National Hardware Lum- 
ber Association has since 1916, established rules for grading ‘‘Phil- 
ippine mahogany.’ This term is used in foreign countries also. 
Combined with the word “Philippine,” “mahogany” is used in its 
commercial, as distinguished from its botanical, sense. Such usage 
is common in the lumber industry. Witness: Douglas fir or Oregon 
pine, which is a false hemlock; red cedar, which is a juniper; and 
many other instances which might be cited. Interference with such 
commercial usage does not seem to me justifiable, but in view of 
the Commission’s findings, the Court is powerless. 
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Tue Duro Company v. THe Duro Company 
United States Circuit Court of Appeals, Third Circuit 
June 21, 1928 


INFRINGEMENT—UNFain CompetTiITION—Use or Trape-Mark on REeEPLace- 
MENT Part. 


The trade-mark “Duro” used by plaintiff on an internal combus- 
tion engine, is infringed by use of the same mark on a spark plug, a 
vital part of the engine, adopted in size, pattern, and screw threads 


to be used as a replacement part in plaintiff's engine, and handled 
by the same dealers. 


INFRINGEMENT—ACCOUNTING PERIOD. 


Under the circumstances shown, the accounting is limited to the 
period following the filing of the bill of complaint. 


In equity. Appeal from a decree in favor of plantiff. Affirmed. 


C. C. Cousins, of New York City, and Thos. G. Haight, of 
Jersey City, N. J., for appellant. 

H. C. Minton, Jr., of Trenton, N. J., and Toulmin § Toulmin, 
of Dayton, O., for appellee. 


Before Burrineton, Woo.tey and Davis, Circuit Judges. 


Burrineton, C. J.: In the court below The Duro Company, 
a corporation of Ohio, filed a bill against The Duro Company, a 
corporation of New Jersey, charging infringement of trade-mark 
and unfair competition. After hearing, the Court granted the 
injunction prayed for, whereupon the New Jersey corporation 
took this appeal. The case is so satisfactorily discussed by the 
court below that we might well limit ourselves to adopting its 
opinion and affirming the case thereon, but in view of the earnest 
contention made by opposing counsel, we add our own independent 
reasons in support of such affirmance. The plaintiff or its pred- 
ecessors has built up a large business, inter alia, in small internal 
combustion engines for farm, village and mine use where electric 
current is not available. Since January, 1916 it has used “Duro” 
as its trade-mark generally, and in New Jersey since the latter part 
of that year. Since 1916 it has sold twelve million dollars of its 
product and spent in advertising and sales expenses some two 
millions. As a result it has gained extensive and valuable good- 
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will in the coupling of the word “Duro” with its products, which 
are sold by garages, hardware stores and like places. 

In the plaintiff’s small internal combustion engines the spark 
plug is the vital, all-important electric agency, and while such 
spark plugs are not made by the plaintiff itself, yet as the engine 
is furnished to purchasers it is equipped with a spark plug of ap- 
proved excellence. The defendants make no internal combustion 
engines, but do make a spark plug which they label “Duro” and 
which is adapted by its standardized size, pattern and screw 
threads, to be used as replacement on Duro engines of the Ohio 
company’s make. As the goods of both companies are sold by the 
same class of dealers, it is quite clear that the owner of a Duro 
engine might well assume that a spark plug marked “Duro” and 
furnished by the same dealer as his Duro engine, was a replace- 
ment made by the maker of the Duro engine. And is so misled 
into purchase and the spark plug proved unsatisfactory, and im- 
pairment of good-will resulting therefrom would fall upon the 
maker of the Duro engine. 

So far as decisive elements are concerned, we think the case 
falls within the reasoning of this court in Wall v. Rolls-Royce, 
t Fed. (2) 888 [15 T. M. Rep. 239], where we said: 


“Seeing, then, that by putting his individual business under the name 
‘Rolls-Royce, and utilizing its trade reputation and earned good-will, 
Wall could greatly benefit himself, the converse of the proposition fol- 
lows: That this veiling of his business under the name ‘Rolls-Royce’ 
might, and indeed almost surely would, injure the real Rolls-Royce 
industries, and substantially detract from their good-will and fair name. 
It is true those companies made automobiles and aeroplanes, and Wall 
sold radio tubes. An no one could think, when he bought a radio tube, 
he was buying an automobile or an aeroplane. But that is not the test 
and gist of this case. Electricity is one of the vital elements in auto- 
mobiles and aeroplane construction, and, having built up a trade-name 
and fame in two articles of which electrical appliances were all important 
factors, what would more naturally come to the mind of a man with 
a radio tube in his receiving set, on which was the name ‘Rolls-Royce,’ 
with nothing else to indicate its origin, than for him to suppose that the 
Rolls-Royce Company had extended its high grade of electric product 
to the new, electric-using radio art as well. And if this Rolls-Royce 
radio tube proved unsatisfactory, it would sow in his mind at once an 


undermining and distrust of the excellence of product which the words 
‘Rolls-Royce’ had hitherto stood for.” 
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Without discussing the other phases involved, all of which, 
as we have said, have been passed upon in either the exhaustive 
opinion of the trial judge or by ourselves we confine ourselves to 
affirming the decree below, but under the surrounding circum- 


stances, limit the accounting from the date of the filing of the 
bill. 


Western Ort ReFintnc Company v. Frank G. Jones, Dorne 
Business as Onto Vatiey O11 Company 


United States Circuit Court of Appeals, Sixth Circuit 
June 30, 1928 


INFRINGEMENT—“Sinver FiLasH” anp “Super Fvasn.”. 

Plaintiff having used the trade-mark “Silver Flash” for gasoline 
since 1917, objected to its use by defendant who thereupon changed 
his trade-mark to “Super-Flash.” In a suit to enjoin use of the latter 
mark as infringement, held, the resemblance between the marks par- 
ticularly when spoken, combined with the fact of earlier infringement, 
justified a decree in favor of plaintiff. 

Trape-Marks—TerriroriaL Ricguts—Expansion or Business. 

The doctrine which confines the right in a trade-mark to the 
territory in which priority of use has been established does not exclude 
territory within the reasonable expansion of the user’s business. In 
the case of a trade-mark for gasoline this territory should at least 
embrace the entire state of Ohio, in which plaintiff’s use orginated. 


In equity. Appeal from a decree of the United States 
District Court, Northern District of Ohio, Eastern Division, dis- 
missing the bill of complaint. Reversed and remanded. 


Roemler, Carter & Rust, of Indianapolis, Ind., and Chamber- 
lin, Marty & Fuller, of Cleveland, O., for appellant. 
Lones, Hill § Davidson, of East Liverpool, O., and Fay, Ober- 

lin § Fay, of Cleveland, O., for appellee. 


Before Denison, Mack and Moorman, Circuit Judges. 


Moorman, C. J.: Western Oil Refining Company is an In- 
diana corporation extensively engaged in selling a high-grade 
gasoline in Ohio. Since 1917 it has used the trade-name “Silver 


Flash” for its gasoline. In 1923 Frank Jones, operating under 
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the name of Ohio Valley Oil Company, began selling gasoline at 
Wellsville and East Liverpool, Ohio, under the same trade-name. 
Upon notice of infringement given him by the refining company 
he abandoned the name in October, 1924, and adopted the name 
“Super-flash.” Believing that this name was also an infringement, 
the refining company brought this suit to enjoin Jones from using 
it. At the hearing, upon full proofs, the court below held that 
there was no infringement and dismissed the bill. From that order 
the refining company appeals. 

The name “Silver Flash” as used by appellant is, in our 
opinion, a registrable trade-name. Appellee does not contend 
that it is not or that appellant has not established the right to 
its exclusive use in certain sections of the country, but contends 
that it has not established that right in and around Wellsville 
and East Liverpool, where the alleged infringement occurred. The 
argument in support of this point is based upon the principle of 
territorial limitations recognized in Hanover Milling Co. v. Metcalf, 
240 U. S. 403 [6 T. M. Rep. 149], and Rectanus Co. v. United 
States Drug Co. (6 C. C. A.) 226 Fed. 54 [9 T. M. Rep. 1]; 
but see 248 U. S. 90. Those limitations, in our opinion, do not 
exclude territory which may be reasonably expected to be within 
the normal expansions of the business. Such expansions as to a 
trade-name for gasoline, in view of modern transportation methods 
and the fact that many purchasers are travelers from a distance, 
would ordinarily embrace at least the entire state in which there 
had been a widespread advertisement and use of the name in 
the major part of the state. There had been such use by appellant 
of its name, and although it had not sold gasoline in either of 
the places where appellee was engaged in business, it is entitled, 
we think, under the principle stated, to the exclusive use of the 
name in both of those places. 

Upon the question of infringement the test, as frequently an- 
nounced by this court, is whether the alleged infringing trade-mark 
or label, taken as a whole, so far resembles the other mark or 
label as to be likely to be mistaken for it by the casual or unwary 
purchaser. Ohio Baking Co. v. National Biscuit Co. (6 C. C. A.) 
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127 Fed. 116; Gaines §& Co. v. Turner-Looker Co. (6 C. C. A.) 
204 Fed. 5538 [38 T. M. Rep. 311]; De Voe Snuff Co. v. Wolff 
(6 C. C. A.) 206 Fed. 420 [3 T. M. Rep. 433]; Garrett & Co. 
v. Wine Co., 256 Fed. 943 [8 T. M. Rep. 889]. This question is 
obviously one that must be determined from impressions gained from 
the evidence and from an examination of the alleged infringed 
and infringing trade-marks. 

From our inspection of the trade-names here used, we do not 
observe that there is so marked a resemblance between them when 
written as when spoken; and we do not see that the environment 
in which appellee has placed his name has increased the resem- 
blance. Appellant’s name consists of two words, each, of which 
begins with a capital. They are in script form, and are diagonally 
disposed. Shooting across these words is a single jagged line 
apparently intended to represent flashes of lightning. Appellee’s 
name consists of the hyphenated words “Super-flash.” The words 
are in block type, and are written in a horizontal plane. The first 
letter “S” and the last letter ““H”’ of the combined words are double 
the size of the other letters, being on the same plane at the top 
with the other letters but projecting beneath the plane of those 
letters at the bottom a sufficient distance to permit the writing of 
the word “gasoline’”’ between the under projections of the two. 
There are numerous small jagged lines, doubtless intended to 
represent lightning flashes, disposed over the face of the words. 

We do not go into the evidence as to the circumstances under 
which appellee selected his present trade-mark after abandoning 
the words “Silver Flash” upon appellant’s demand. The word 
“Flash” is extensively used as a part of a trade-mark for gas or 
gasoline, although its numerous uses seem to have been registered 
subsequently to appellant’s registration. It would seem to be re- 
garded in the trade as descriptive, and standing alone we would 
attach no importance to its adoption by appellee. But his selec- 
tion of the word “super” from an “exhaustless variety” of words 
to be used with the word “Flash,” when considered in connection 
with his admitted desire to preserve the good-will that he had 
built up under the name that he had first used but had been 
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compelled to abandon, is evidence, we think, that he not only 
intended that the public should, but that it is likely that it will, 
confuse the two names. 

When we come to consider the use of the name as spoken, 
we have no difficulty in holding that there was infringement, what- 
ever doubt there may be as to the effect of its more limited use on 
signs and placards. From the nature of appellee’s business its 
trade-name will be frequently spoken; and although a casual 
observer might not mistake it for appellant’s name when it is 
written or posted upon placards, he would quite likely, we think, 
mistake the one for the other when the words are spoken. For 
example, if one were told that “Super-flash’”’ was sold at one of 
appellee’s stations, he might easily understand it to be “Silver 
Flash.” There was some suggestion in the evidence of such in- 
tended deception; but we pass that question by and place our de- 
cision on other evidentiary disclosures and on an inspection of the 
two names. 

It results that the decree is reversed and the cause remanded 
with direction to the lower court to issue an injunction enjoining 
appellee from using the name “Super-flash” or from otherwise in- 
fringing on appellant’s trade-name in connection with the sale of 
gasoline in Ohio. 


H. E. Atten Mere. Co., Inc. v. Smitru 
(229 N. Y. S. 692) 


New York Supreme Court, Appellate Division 


June 29, 1928 


INFRINGEMENT—“So-Bos-So” anv “E-Z-Bos.” 

The terms “So-Bos-So” and “E-Z-Bos” applied to a fly spray are 
not so alike as to cause confusion between the products. Plaintiff is not 
entitled to monopolize the syllable “Bos” per se. 

Unram Competirion—Size, SHAPE aND Dress or CoNTAINER. 

The trial court might have granted an injunction against the size, 
shape and dress of defendants containers, if of the opinion that decep- 

tion resulted therefrom as used. 
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Unram CompetirioN—Fatsety DisparaGInG THE Pxaintirr’s Propvcr.. 
An injunction is properly granted against a campaign of false 
and disparaging statements circulated in the trade against plaintiff's 


oods. 
Ueuine ComPETITION—MISLEADING JoBBERS AS TO Extent OF DerenDANT’S 

SALES. 

Deception practiced on the jobber, whereby the retail sales of 
defendant’s product were grossly misrepresented, is a wrong to de- 
fendant’s customers only, and not one to be enjoined at suit of 
plaintiff. 

Unramr Competirion—Damaces. 

The measure of damage in unfair competition is the loss actually 

suffered. Any award of damages to plaintiff of the amount of profits 


he would have realized by the sale of the goods sold by defendant is 
erroneous. 


In equity. Appeal from a decree awarding an injunction and 
damages to plaintiff. Reversed and remanded. 


Richard R. Martin, of Utica, N. Y., for appellant. 
W.R. Lee, of Utica, N. Y., for respondent. 


Argued before Husss, P. J., and Sears, Crovcnu, Taytor, 
and Sawyer, JJ. 


Sears, J.: The plaintiff manufactures and sells a product 
called “‘So-Bos-So.” It is a liquid preparation used principally 
for keeping flies off cattle. Such preparations are known as “fly 
sprays.” The term “So-Bos-So” was originally used for such a 
product by another concern, to whose rights the plaintiff succeeded. 
The predecessor of the plaintiff had used this trade-name from 
March 1, 1899. The plaintiff registered the term ‘“So-Bos-So” 
as a trade-mark in the United States Patent Office on the 8rd day 
of July, 1917. The plaintiff advertised its product throughout the 
country and built up a considerable business. Its sales, according 
to the testimony of its secretary and treasurer, aggregated 36,072 
gallons in 1917, 46,017 in 1918, 40,272 in 1919, and 60,768 in 
1920. The defendant, before 1921, had been in the insecticide 
business. In 1920 he was engaged in selling a fly spray under 
the name of “Flies-Off.” In 1921 he adopted the name of 
“E-Z-Bos” for his fly spray; the preparation being usable for the 
same purpose as was plaintiff's product. The defendant had the 
designation “E-Z-Bos” registered as a trade-mark in the United 
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States Patent Office October 24, 1921, as having been continuously 
used in his business since January 14, 1921. 

Plaintiff ““So-Bos-So” was put up in oblong gallon cans, 
bearing yellow labels with black printing. Defendant’s “E-Z-Bos”’ 
was put up in oblong gallon cans with yellow labels and black 
printing. The matter printed on the plaintiff's and defendant’s 
labels was not the same, nor was the arrangement of the printing 
on defendant’s labels sufficiently like that on plaintiff’s to cause 
confusion between the two. “E-Z-Bos” was very little advertised; 
apparently only by obscure notices in a few rural papers. There is 
considerable evidence in the record of confusion in the minds of 
customers between “So-Bos-So” and ‘“E-Z-Bos,”’ but the record 
fails to disclose that ““E-Z-Bos” was to any great extent passed 
off by the defendant or his employees on unsuspecting customers 
as “So-Bos-So,” or that his salesmen were urged to make it appear 
to be the same product, or that the salesmen did so. The only 
possible evidence in the record of any such attempt, other than the 
name used by defendant, and the size, shape, and dress of his 
containers, lies in the statement of some witnesses to the effect 
that, when they were previously employed by defendant to sell 
“E-Z-Bos,” they stated to customers that “E-Z-Bos” was exten- 
sively advertised, and that “E-Z-Bos” was the fly spray which was 
nationally advertised, while ‘““So-Bos-So” as a fact was the only fly 
spray that was extensively and nationally advertised. 

The foregoing is substantially all there is in the record to 
show unfair competition of the character called “passing off’; that 
is, selling one’s goods as the product of another, thus taking ad- 
vantage of a competitor’s trade-name, reputation, and good-will. 
The balance of the evidence upon which plaintiff relies as a basis 
for relief relates to direct attacks upon the plaintiff’s goods by 
false disparaging representations and to dishonest methods of 
conducting business. 

On the “passing-off” branch of the case the plaintiff has been 
granted an injunction, not only against the use by the defendant 
of the term “E-Z-Bos,” but also against the use of the term 
“Bos” in any form. The injunction in these respects is too broad. 
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An injunction should not be granted, unless the terms are so 
similar as reasonably to mislead or deceive a purchaser into the 
belief that one product is the other. All possible mistake or con- 
fusion cannot be avoided. All that is to be regarded is such as 
would naturally occur. In our opinion, the two trade-names are 
sufficiently distinct, so that mistake or confusion was not to be antici- 
pated. The names bear to each other no closer resemblance than 
those considered in many cases where relief by injunction has 
been denied. Gotham Silk Hosiery Co., Inc. v. Reingold, 223 
App. Div. 260, 228 N. Y. S. 9 [18 T. M. Rep. 283]; Boyshform 
Brassiere Co. v. Modishform Brassiere Co., Inc., 205 App. Div.. 
14, 199 N. Y. S. 185 [18 T. M. Rep. 175]; S. R. Feil Co. v. 
John E. Robbins Co. (C. C. A.) 220 F. 650 [5 T. M. Rep. 163]; 
Sears, Roebuck & Co. v. Elliott Varnish Co. (C. C. A.) 282 F. 
588 [6 T. M. Rep. 845]; Schield et al. v. Jones, 56 App. D. C. 
252, 12 F. (2d) 325; Franklin Knitting Mills, Inc. v. Kassman & 
Kessner, Inc., 56 App. D. C. 348, 13 F. (2d) 819 [16 T. M. Rep., 
342]. Nor is the syllable “Bos” the trade-name adopted by the 
plaintiff. It is simply a part of the trade-name, and not so distinct 
a part that the Court can say that it may not be used by the de- 
fendant in other combinations. In these respects the injunction 
was unwarranted. 

If the trial court had been of the opinion that the size, shape, 
and dress of the container were such that, taken in connection with 
the trade-name, confusion or mistake was apt to occur, an injunc- 
tion might have been granted against the use of containers of 
such size, shape, and dress for the defendant’s product in connec- 
tion with the trade-name “E-Z-Bos.” Gotham Silk Hosiery Co., 
Inc. v. Reingold, supra; Fisher v. Blank, 188 N. Y. 224, 33 N. E. 
1040; Colman v. Crump, 70 N. Y. 573; Anargyros v. Egyptian 
Amasis Cigarette Co., 54 App. Div. 345, 66 N. Y. S. 626; Reckitt 
§ Sons v. Kellogg, 28 App. Div. 111, 50 N. Y. S. 888; Day v. 
Webster, 28 App. Div. 601, 49 N. Y. S. 814; Boyshform Brassiere 
Co. v. Modishform Brassiere Co., Inc., supra. It would also be 
within the power of a court, in connection with other injunctive 
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relief, to restrain the defendant from representing that the plain- 
tiff’s advertising supported his product. : 

The defendant in 1921 instituted a campaign of false dis- 
paragement against the plaintiff's goods, which he has continued 
to conduct. Salesmen were instructed to make false statements 
as to the efficacy of ‘“So-Bos-So,” to tell prospective purchasers 
that they could be fined for selling it, and that any of the “‘So- 
Bos-So” product which they had on hand was subject to seizure 
by inspectors of the United States Government. The defendant 
even caused to be printed two spurious documents, one purporting 
to be a bulletin of information about fly sprays, and the other 
containing analyses of fly sprays. Each dealt severely with 
“So-Bos-So.” Each fradulently represented on its face that it 
was an official document of the United States Department of Agri- 
culture. These were put into the hands of salesmen of defendant, 
to be used discreetly and to be shown carefully to prospective pur- 
chasers, in order to advance the interests of the defendant by 
destroying the trade and reputation of the plaintiff. These prac- 
tices, urged upon the salesmen with vigor, were followed by them, 
and, no doubt, worked injury to the plaintiff. 

The defendant’s campaign for business was also conducted 
on a different line, no less reprehensible, not by disparagement of 
the product of the plaintiff, but by using unscrupulous sales 
methods. Salesmen were urged to make any kind of promise to 
obtain orders. In the language of the defendant, the salesmen were 
urged to promise the “‘sun, moon, and stars,’ without regard to 
intention or possibility of fulfillment. They were urged to use 
bogus orders of retailers as bait for unsuspecting wholesalers. 
Such bogus orders were actually prepared and furnished to his 
salesmen by the defendant himself, and directions for using these 
are contained in his letters. The salesmen were urged to juggle the 
figures on the orders which they obtained, to raise the number 
of goods ordered upon the order slips. A few sentences from one 
of his letters to his salesmen (and it is by no means the only one 
of its kind in the record) will illustrate the disreputable character 
of the methods employed. He writes: 
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“* * * And now for the ORDERS and lots of them. Let them come 
in plenty. Sharpen your pencil, use a worn-out carbon sheet, so customer’s 
copy won’t look too plain; get volume on these orders, and have each 
one of them read 6 dozen somehow. I suggest leaving no copy with 
dealer, just forget conveniently to leave one, and, if dealer asks for it, 
well, give it to him, if you must, but otherwise explain to him we never 
leave copies, as we need them for our advertising department to follow 
up, ete. In this way, dealer won’t have anything for future reference, 
to cite us or the jobber to. Yet we will have his signature. This is 
the big thing, his SIGNATURE. * * * By working this exactly as I 
have outlined, we can do it. And don’t say a word to anyone about it— 
no one. Just do it and sit tight. Keep quiet. By working it the way 
I want you to, your orders will swell to between 60 to 75 dozen weekly, 
easily. Go to it. A 2 can easily be made into a 6, a 3 into a 5, 4 to a 
9. All figures can be juggled. I am so anxious for a multitude of 
jobbers’ orders, I don’t care what is done to land them. Go to it. Let 
me see a big change in your orders from now on.” 

The judgment which is here under review restrains the con- 
tinuance, both of the practice of false and fraudulent disparage- 
ment and of the practice of the dishonest business methods. The 
jurisdiction of the courts to restrain libels, including false dis- 
paragement of a competitor's goods, has been vigorously denied 
and asserted. In England the equity courts formerly refused such 
jurisdiction. Gee v. Pritchard, 2 Swanst. 402 (where, however, 
the actual decision was on another point); Prudential Ins. Co. v. 
Knott, 10 Ch. App. 142. Now, however, the jurisdiction is fully 
recognized. James v. James, 13 Eq. 421; Walter v. Ashton (1902) 
2 Ch. 282. See Dean Roscoe Pound’s Equitable Relief against 
Defamation, 29 Harv. L. R. 640, 665; Nims on Unfair Competi- 
tion, 475. Conflict of view exists in the Federal courts. Kidd v. 
Horry (C. C.) 28 F. 773; American Malting Co. v. Keitel (C. C. 
A.) 209 F. 851; Emack v. Kane (C. C.) 84 F. 46; A. B. Farquhar 
Co., Ltd. v. National Harrow Co. (C. C. A.) 102 F. 714, 49 
L. R. A. 755; Adriance, Platt §& Co. v. National Harrow Co. 
(C. C. A.) 121 F. 827. 

In our own state the general tendency has been against 
allowing such jurisdiction. Brandreth v. Lance, 8 Paige, 24, 34 
Am. Dec. 368; Marlin Firearms Co. v. Shields, 171 N. Y. 384, 
64 N. E. 163, 59 L. R. A. 310; Mauger v. Dick, 55 How. Prac. 132. 
Actions for unfair competition are not now confined to “‘passing- 


off” cases. Witkop §& Holmes Co. v. Great Atlantic & Pacific Tea 
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Co., 69 Mise. Rep. 91, 124 N. Y. S. 956; International News Serv- 
ice v. Associated Press, 248 U. S. 215, 39 S. Ct. 68, 638 L. Ed. 
211,2 A. L. R. 293 [9 T. M. Rep. 15]; Montegut v. Hickson, Inc., 
178 App. Div. 94, 164 N. Y. S. 858 [7 T. M. Rep. 389]. In 
the opinion in Burrow v. Marceau, 124 App. Div. 665, 109 N. Y. S. 
105, the following language is used: 

“As I understand it, there is no hard and fast rule by which it can 
be determined when the Court will interfere by injunction to prevent what 
is practically a fraud upon a person engaged in business by the unfair 
methods of competition. Each case must depend upon its own facts, 
but where it is clearly established that an attempt is being made by one 
person to get the business of another by any means that involves fraud or 


deceit, a court of equity will protect the honest trader and restrain a 
dishonest one from carrying out his scheme.” 


The courts have been increasingly inclined to protect business 
interests even when such interests do not come within strict defini- 
tions of property. The judgment here, in enjoining false and fraud- 
ulent disparagement, protects the intangible, but real, relationship 
existing between a merchant and his usual customers—his “good- 
will.” Brandreth v. Lance, supra, and Marlin Firearms Co. v. 
Shields, supra, were not cases of unfair competition, but suits 
against the publishers of libels. The unfortunate result of denying 
equitable relief, in such an instance as we have before us, illustrates 
the justice of Dean Pound’s words (29 Harv. L. R. 640, 668): 


“In substance, the traditional policy puts anyone’s business at the 
mercy of any insolvent malicious defamer, who has sufficient imagination 
to lay out a skillful campaign of extortion.” 


See, also, Clark’s Principles of Equity, p. 311. 

We therefore do not hold that the judgment was erroneous 
in enjoining the practice of false disparagement of plaintiff's prod- 
uct. 

As to the final class of fraud; that is, dishonest business prac- 
tice in general, such as making promises not intended to be kept and 
obtaining business by false representations as to orders already 
secured, and by the use of spurious written orders, and by falsify- 
ing other instruments, the wrong is too remote from the plaintiff, 
even though the fraud is practiced upon the plaintiff's customers, 
to warrant the granting of injunctive relief at the plaintiff's in- 
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stance. The customers in such cases are wronged. Theirs (and 
the state’s) must be the relief. The courts cannot regulate such 
trade practices at the instance of a competitor. We heartily con- 
demn such business methods, but we find no grounds in precedent 
or reason for extending the jurisdiction so far as to enjoin them. 
Here, then, the judgment is erroneous. 

In 1921 there was a great falling off in the plaintiff's sales. 
The amount of “So-Bos-So” sold that year was but 15,985 gallons. 
This falling off in business, according to the plaintiff’s secretary 
and treasurer, was not attributed in the least to the tactics of the 
defendant. Plaintiff’s sales in 1922 amounted to 28,987 gallons; 
in 1928, 18,454; in 1924, 18,440; in 1925, 9,282; in 1926, 7,121. 
From 1917 to 1920, the plaintiff is alleged to have made a net 
profit in the aggregate of $10,000. From 1922 to 1926, the plain- 
tiff’s losses are alleged to have been $81,241.17, in the aggregate. 
The defendant’s sales from 1922 to 1924 averaged 75,000 gallons 
annually; in 1925, 125,000; in 1926, 62,500. The plaintiff’s net 
profits before 1921 are found to have been at the rate of 5 cents a 
gallon. The referee calculated the plaintiff's damages as 5 cents 
a gallon on the total sales of the defendant from 1922 to 1926, 
amounting to $20,625, and found that the reputation and good- 
will of the plaintiff was damaged $10,000, and on this basis granted 
a judgment for $30,000. 

Damages cannot be found in so summary a fashion. This is 
not a technical infringement case. Damages are to be awarded 
solely for the wrong, the tort, and the damages must be confined 
to the losses actually suffered by the plaintiff. Straus v. Notaseme 
Hosiery Co., 240 U. S. 179, 86 S. Ct. 288, 60 L. Ed. 590. As 
was stated in Dickinson v. O. & W. Thum Co. (C. C. A.) 8 F. 
(2d) 570: 

“There is no presumption of law or fact that a plaintiff would have 
made the sales that the defendant made. In this case there is no sufficient, 


much less conclusive, evidence to show that plaintiff would have made all 
or any substantial part of the sales made by the defendant.” 


There is no basis whatever for the finding of $10,000 general 
damages to the plaintiff's business, reputation, and good-will. For 
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these reasons the judgment should be reversed on the law, and a 
new trial granted with costs to the appellant to abide the event. 

Judgment reversed on the law, and a new trial granted, with 
costs to appellant to abide event. All concur. 


Sweet SIxtTEEN Suops or Detroit v. GoopMAN ET AL. 
(219 N. W. 599) 


Supreme Court of Michigan 
June 4, 1928 


Unram Competirion—NaMe AND APPEARANCE OF SHoP—IMITATION OF 

Trave Meruops. 

Defendant’s shop name “Fifteen Shoppe” held not deceptively 
similar to that of plaintiff's “Sweet Sixteen Shoppe.” The appearance 
of the shops not being deceptively similar, and the methods used 
being common property, no injunction lies in favor of plaintiff. 

In equity. Appeal from decree in favor of defendants. 
Affirmed. 


Wm. Henry Gallagher, (Wm. H. Kaplan, of counsel), both of 
Detroit, Mich., for appellant. 

Chawke § Sloan, of Detroit, Mich., for appellees Eva Good- 
man, Marian Levine, and Merrill Goodman. 


Argued before Frap, C. J., and Nortu, Fettows, Wiest, 
Crark, McDonatp, Porter, and Suarpe, JJ. 


SuarpPe, J. The allegations in the bill of complaint may be 
summarized as follows: The plaintiff corporation was organized in 
September, 1925, and has since been engaged in the business of 
selling ladies’ dresses in the city of Detroit; that in carrying on its 
and 
to emphasize such name it advertises and sells its dresses at the 


business it has featured its trade-name “Sweet Sixteen Shops,’ 


uniform sale price of $16; that the defendants Nairin occupied a 
portion of plaintiff’s store for the sale of hats, and thus had the 
opportunity of studying the business “practices, systems, and 
methods of plaintiff’; that, profiting thereby, the defendants “con- 
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spired and planned to trade upon the good name, connection, credit, 
and good-will of plaintiff by opening a business in competition with 
plaintiff and conducting same under a name and with methods, sys- 
tems, practices, and advertising so similar to plaintiff's as to con- 
fuse and mislead the public’; that, “pursuant to said conspiracy,” 
the defendants leased a building situate but one block from plain- 
tiff’s store, and opened a business in competition with that con- 
ducted by plaintiff under the name of “Fifteen Shoppe” and sold 
dresses therein at the uniform price of $15; that defendants “copied 
and imitated” the business methods, etc., of plaintiff, “among them, 
the practice inaugurated by plaintiff of exhibiting dresses to intend- 
ing purchasers in a private room rather than upon the floor of the 
store; and further copied and imitated the manner in which plain- 
tiff’s store was furnished and equipped,” and further “copied and 
imitated the newspaper advertising published by plaintiff.” 

Plaintiff alleges that “said conduct and practices upon the part 
of defendants constitute unfair competition with plaintiff,’ and 
that as a result thereof the public has been deceived and confused 
and “misled into believing that the two as businesses are conducted 
by plaintiff.” The bill concludes with a prayer for injunctive re- 
lief. 

The answer, while admitting many of the facts stated by 
plaintiff, denies that any confusion has resulted from the manner 
in which they conduct their business or that plaintiff has been in- 
jured thereby “excepting so far as a comparison of prices by dis- 
criminating shoppers may awaken the public to the fact that plain- 
tiff is charging too much money for its goods.”’ 

The trial court found that the proof submitted did not estab- 
lish unfair competition on the part of the defendants, and entered a 
decree dismissing plaintiff’s bill, from which it has taken an appeal 
to this court. 

Plaintiff offered proof that it was conducting its business 
“with the following distinct features: 


“(1) Single price for all merchandise. 

“(2) A single class of merchandise. 

“(3) All stock in trade concealed from view. 
“(4) No deliveries. 
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“(5) No exchanges. 

“(6) No alterations. 

“(7) Cash sales only. 

“(8) Establishment of a number of small booths, in which, and only 


in which, merchandise was displayed and sold to prospective purchasers.” 
Its claim is thus summarized by its counsel: 


“Our claim for relief, however, is not based upon defendants’ utiliza- 
tion of these details, but rather upon defendants’ simulation of the collo- 
cation of all the details of plaintiff's business, that is, of plaintiff's geo- 
graphical location, its appearance and arrangement of the store, its busi- 
ness policies, and, finally, its name.” 


We are satisfied that defendants’ advent into business was in- 
duced by the knowledge they had acquired of the manner in which 
plaintiff conducted its business and the prosperity resulting there- 
from. But it cannot be said that the distinctive features of plain- 
tiff’s business as conducted by it were such as gave it a proprietary 
right thereto. Except the last one enumerated, they are employed 
by many merchants. The establishment of small booths may have 
been original with it in Detroit, but it certainly might be used by 
others engaged in a similar business who visited the store and were 
attracted to this manner of displaying dresses to customers. 

Counsel for plaintiff admit in their brief that “these are com- 
mon property.” The test where unfair competition is charged is 
thus stated: 


“The law of unfair competition seeks only to restrain fraudulent 
practices inducing confusion of goods and deception of the public, and 
it cannot be used to prevent a defendant from adopting a trade-mark 
or label intended to attract attention and popularize its product, although 
it results, and is intended to result, in better enabling it to compete with 
complainant, where no deception or confusion of goods is caused or in- 
tended thereby.” G. W. Cole Co. v. American Cement, etc., Co. (C. C. A.) 
130 F. 703, syllabus. 

“Rival manufacturers may lawfully compete for the patronage of 
the public in the quality and price of their goods, in the beauty and 
tastefulness of their enclosing packages, in the extent of their advertising, 
and in the employment of agents, but they have no right, by imitative 
devices, to beguile the public into buying their wares under the impres- 
sion they are buying those of their rivals.” Coats v. Merrick Thread Co., 
149 U. S. 562, 13 S. Ct. 966, 37 L. Ed. 847. 

“Nothing else than conduct tending to pass off one man’s merchandise 
or business as that of another will constitute ‘unfair competition.”” Auto- 
line Oil Co. v. Refining Co., 3 F. (2d) 457 [15 T. M. Rep. 191]. 


It is, however, the claim of plaintiff that the similarity in the 
appearance of defendants’ store, when coupled with the name as- 
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sumed by it, “Fifteen Shoppe,” caused the public to be confused, 
and that many persons visited defendants’ store, mistaking it for 
plaintiff's. There is little actual similarity between the names 
“Sweet Sixteen Shop” and “Fifteen Shoppe.” Photographs in the 
record disclose that plaintiff's name on the front of its store was 
placed over the entrance, while defendants’ was at the side thereof. 
There was no similarity in the lettering. This court has on many 
occasions had occasion to pass upon the similarity of names used 
by competitors. Many such cases were cited and quoted from in 
Grand Rapids Furniture Co. v. Furniture Shops, 221 Mich. 548, 
191 N. W. 939. In that case it was said: 


“The confusion must, of course, be real, not imaginary; substantial, 
Ee Mac & 
not illusive. 


There is some evidence of confusion on the part of customers. 
But, in our opinion, there has not been any such interference with 
plaintiff’s business due thereto as would justify the granting of the 
relief prayed for. 


The decree is affirmed, with costs to defendants. 


NortHwest Reapy Roorine Co. v. ANTES 
(219 N. W. 848) 


Supreme Court of Nebraska 
June 1, 1928 


Unram Competirion—Use or Same Trape NAME. 

The use by defendant of the trade name “Northwest Ready Roof- 
ing Co.” in competition with plaintiff, by whom he had formerly been 
employed in the same territory should be enjoined. 

Unram Competirion—DeErensE—PLaINtIFF NoT AUTHORIZED TO vo Bust- 

NESS IN STATE. 

The fact that plaintiff, which has established a business in Ne- 
braska and submitted itself to the laws of the state has not obtained 
from the state a license to do business there is no defense to a suit 
in the state court to enjoin defendant’s fraudulent trade practices. 
Only the state can complain of plaintiff's non-compliance with this 
statutory requirement. 

Unram Competirion— Derense—Lacues. 

Laches is no defense in a suit to enjoin continuance of the 

fraudulent imitation of another’s business or trade name. 
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In equity. Appeal from a decree for plaintiff, granting an 
injunction. Affirmed. 


Burkett, Wilson, Brown & Wilson, of Lincoln, Neb., for ap- 
pellant. 

Crossman, Munger & Barton, of Omaha, Neb., for appellee 
Northwest Ready Roofing Co. 

Woods, Woods & Aitken, of Lincoln, Neb., for appellee Lin- 
coln Telephone & Telegraph Co. 


Before Goss, C. J., and Rosz, Goon, THompson, Eserty, and 
Howe tt, JJ., and Repicx, D. J. 


Howe tt, J.: Appellant, defendant below, comes by appeal to 
this court from a decree enjoining him from using the appellee’s 
name, or any similitude, in his business. The petition shows that, 
in 1915, there was an Illinois copartnership in appellee’s name, 
composed of E. D. and W. F. Schuth. They operated a branch in 
Lincoln, Nebraska, until in June, 1916, when they incorporated in 
Illinois and were taken over entirely by the corporation—name, 
debts, assets and business. In 1917 the Lincoln branch was moved 
to Omaha, maintaining, however, salesmen in Lincoln. In March, 
1920, the appellee was incorporated in Nebraska for the purpose 
of taking over—and did—the Illinois corporation’s business in this 
state, and has ever since conducted the business from Omaha. Dur- 
ing the whole embraced period of time, the business was of the 
same character, still is, and will so continue to be. Prior to and 
during 1915 appellant was a salesman in Chicago for the copartner- 
ship. When the Lincoln branch opened, he was transferred to it 
and assisted in conducting the business until 1917, when the Lin- 
coln branch was transferred to Omaha. Appellant remained with 
the Illinois corporation as its salesman and collector (under the 
supervision of the Omaha branch) for 18 months. 

In 1918 appellant launched an individual business, of the 
same character, in Lincoln, under the name of “Northwest Ready 
Roofing Company,” and has continued therein until the filing of the 
petition in this action, under that or similar deceptive analogues, 
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changing them from time to time. He was doing business of the 
same kind, using the same methods, plans, materials, manner of 
advertising, and soliciting business in the same territory, with the 
same customers as appellee, in and from the same offices or place 
of business formerly occupied by appellee or its predecessors. There 
were other allegations, such as requests to appellant to cease his 
objectionable methods, confusion of names and business, publishing 
the name of appellee in telephone books and otherwise, etc., for his 
own benefit. 

The answer admitted everything alleged in the petition, from 
1915 to 1917 and prior thereto; that, since then, he has been doing 
the same kind of business as appellee and, in some instances, used 
a similar flag as that used by appellee for advertisement, and used 
the same name. Otherwise, the answer was a general denial, with 
affirmative allegations that the Illinois corporation never complied 
with the laws of Nebraska relating to doing business by foreign 
corporations; was an outlaw, pirate and evader of the statutes, and 
appellee was guilty of laches. 

The proofs are conclusive that appellant’s conduct cannot be 
defended or tolerated in the business world, by the courts. In that 
phase, this case is ruled by Basket Stores v. Allen, 99 Neb. 217, 
155 N. W. 8938 [6 T. M. Rep. 195]; Regent Shoe Mfg. Co. v. 
Haaker, 75 Neb. 426, 106 N. W. 595, 4 L. R. A. (N. S.) 447; Con- 
solidated Fuel Co. v. Brooks, 91 Neb. 421, 186 N. W. 60 [2 T. M. 
Rep. 300]; and Carter Transfer § Storage Co. v. Carter, 106 Neb. 
531, 184 N. W. 113 [11 T. M. Rep. 347]. This leaves the ques- 
tions of laches and “piracy” to be considered. 

This is not an action for damages, but one for injunctive relief 
that apprehends appellee’s future business field. The failure of a 
foreign corporation which comes into the state with property, fixes 
itself a home, pays taxes, submits itself to immediate and personal 
service of process, operated by domiciled management, and other- 
wise subjects itself to the laws of the state, to strictly comply with 
the statutes, does not so shock the conscience of the chancellor as 
to make it a prey to all evilly disposed persons. The state alone 


possesses power to correct such wrongs as offend against sovereign- 
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ty alone. We do not have before us a case of balancing wrongs 
or comparing things malum in se. We have held that an unlicensed 
automobile is not an outlaw to be denied the protection of law. 
Pratt v. Western Bridge & Construction Co., 115 Neb. —, 218 
N. W. 397, 400. The appellee has at no time been a nuisance, tres- 
passer, or outlaw. Section 682, Comp. St. 1922, provides that “each 
foreign corporation * * * owning or using a part or all of its 
capital or plant in this state * * * shall make a report in writing” 
within a time fixed. Sections 683 and 684 require what the report 
shall contain, and payment of an annual fee. Section 691 provides 
a money penalty for failure to report, while section 694 allows a 
remission thereof in the discretion of the “Governor, secretary of 
state and Attorney General.” None of the sections mentioned pro- 
hibit corporations in appellee’s class from doing business in Ne- 
braska. If sections 634 and 639 do, they carry the penalty. 

The following cases seem to settle the point that the state only 
can complain that a corporation has not complied with its laws: 
General Film Co. of Missouri v. General Film Co. of Maine (C. C. 
A.) 287 F. 64 [7 T. M. Rep. 50]; Wright v. Lee, 2 S. D. 596, 51 
N. W. 706; Fritts v. Palmer, 182 U. S. 282, 10 S. Ct. 98, 38 L. Ed. 
317; Fortier v. New Orleans Bank, 112 U.S. 489, 5 S. Ct. 234, 28 
L. Ed. 764; Reynolds v. Crawfordsville Bank, 112 U. S. 405, 5 
S. Ct. 218, 28 L. Ed. 733. Cases holding that an assignee of good 
will may use the old name, United States Light & Heating Co. of 
Maine v. United States Light & Heating Co. of New York (C. C.) 
181 F. 182; that no state policy is violated, Booth & Co. v. Weigand, 
30 Utah, 135, 88 P. 7384, 10 L. R. A. (N. S.) 693; Washburn Mill 
Co. v. Bartlett, 3 N. D. 188, 54 N. W. 544; Wright v. Lee, supra; 
Kraft v. Hoppe, 152 Minn. 143, 188 N. W. 162; that a statutory 
penalty is exclusive, Fritts v. Palmer, supra; David Lupton’s Sons 
Co. v. Automobile Club, 225 U. S. 489, 82 S. Ct. 711, 56 L. Ed. 
1177, Ann. Cas. 1914A, 699; Kraft v. Hoppe, supra—may be mul- 
tiplied. 

Laches is not a defense to an equity suit to enjoin a fraudulent 
imitator of another’s business or trade-name from persisting in the 
wrong. Zweck v. Aberdeen Laundry & Dry Cleaning Co., 44 S. D. 
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176, 183 N. W. 118 [11 T. M. Rep. 260]; Nolan Bros. Shoe Co. v. 
Nolan, 181 Cal. 271, 63 P. 480, 58 L. R. A. 384, 82 Am. St. Rep. 
346, 38 Cyc. 881. Laches, estoppel and limitations have some ele- 
ments in common. Laches may be invoked prior to the running 
of the statute of limitations, but only upon equitable terms. It is 
not available to the appellant. His invasion of appellee’s rights 
was deliberate, persistent, continuing, resourceful and, at times, 
elusive. We agree with every proposition of law stated in appel- 
lant’s brief relating to equity rules—‘‘unclean hands,” pari delicto, 
and “piracy”—but fail to appreciate their application to the facts 
before us. Some of appellant’s contentions are distinctly technical 
and are not accepted. A technicality should be temperately resorted 
to at all times, but not to defeat plain justice. Like every known 
rule of law, it may be liberally applied to oppose, not aid, a manifest 
wrong. 

Every allegation, and more, contained in appellee’s petition is 
sustained by the proofs; the most damaging having come from the 
appellant, himself. 

The decree of the trial court is the only one that could be prop- 
erly made, and it is affirmed. 


Rocxowitz Corset & BrassterE CorPoraTION v. Mapam X Co., 


INC. ET AL. 
(162 N. E. 76) 


Court of Appeals of New York 
May 29, 1928 


Trape-M arK—ABANDON MENT—EVIDENCE. 
Bankruptcy of a corporation followed by non-use of its trade- 
mark for eight years is evidence to support a finding of abandonment. 
Trapve-Mark—Basts or OWNERSHIP. 
Ownership of a trade-mark depends on use. There can be no 
ownership of a mark apart from a going business. 


In equity. Appeal from an order of the Appellate Division, 
reversing a judgment of Special Term, which granted an injunction 
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in plaintiff's favor. Affirmed, and judgment absolute ordered 
against plaintiff. For opinion below, see 18 T. M. Rep. 82. 


Ellis W. Leavenworth, W. Davis Conrad, and Tracy Fike, all 
of New York City, for appellant. 

Neil P. Cullom and James E. Freehill, both of New York 
City, for respondents Madam X Co., Inc., Thompson- 
Barlow Co., Inc., Thompson, Ruthrauff, and Ryan. 

Mazwell Slade and David H. Slade, both of New York City, 
for respondents Weil Corset Co. and Samuel J. Weil. 


Crane, J.: The complainant in this action alleges that the 
plaintiff is a domestic corporation engaged in the business of selling 
at wholesale and retail corsets and abdominal supporters manu- 
factured by its orders. The business was started in 1910 by one 
Abraham Rockowitz, now known as Abraham Rocke. The plain- 
tiff claims to be his successor by assignments of his trade-mark. 
“Madame X” was a trade-mark used by Abraham Rocke from 
1911 to about 1916, in connection with the sale of merchandise. 
This trade-mark was registered with the United States Patent 
Office for both supporters and corsets in August of 1912. The 
defendants are alleged to have appropriated the trade-mark of the 
plaintiff and to have used it in connection with the manufacture and 
sale of similar articles since the year 1924, all to the damage and in- 
jury of the plaintiff. The pleading demands relief by way of injunc- 
tion and an accounting for the profits realized by the defendants 
through the use of the trade-mark. 

The issues raised by the answers were tried at Special Term, 
which gave judgment in favor of the plaintiff, enjoining the de- 
fendants from the use of the name “Madame X,” and directing the 
defendants to account for all the profits derived from the use of 
such name. 

On appeal the findings of fact made by the trial judge were 
reversed and a new trial ordered. No new findings of fact were 
made by the Appellate Division, but the order of reversal specified 
by number the many findings of fact and conclusions of law which 
were reversed. The reversal was necessarily upon the facts. 
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From the opinion of the Appellate Division it is evident that the 
Appellate Division disagreed with the trial judge on the facts. It 
took the view that the evidence did not warrant a finding that the 
plaintiff owned the trade-mark, but that it did justify the view 
that whatever rights Abraham Rockowitz had to the trade-mark 
had been abandoned. However, the Court sent the issues back for 
a new trial and the appellant has given a stipulation for judgment 
absolute in coming to this court. Its burden, therefore, is to show 
us that there was no question of fact justifying a reversal, and that 
as matter of law, on the evidence, the plaintiff was entitled to 
judgment. 

Abraham Rockowitz did business until 1914 in the name of 
the “Madame X Manufacturing Company.” In September of that 
year the company was adjudged a bankrupt, and all its property 
sold at public auction, and the business of course discontinued. 
The receiver in bankruptcy sold the trade-mark to one Dorfman. 
Abraham Rockowitz claimed that Dorfman had made his purchase 
for his benefit and the controversy resulted in litigation. Abraham 
Rockowitz thereafter did business under the trade-name of “‘S. O. S. 
Corset Company” and got in a lawsuit over his right to use the 
name and the trade-mark here in question. The judgment went 
against him and he was restrained from in any way using the 
property of the company or the trade- mark. This business went 
into liquidation and a receiver was appointed in 1916. All its 
tangible assets were sold at public auction for $226.58. No use 
was thereafter made of the trade-mark. Apparently the receiver 
did not sell it, nor did Abraham Rockowitz or his brother, Joe, 
attempt to use it. Thereafter, in 1922, the defendants manufac- 
tured and sold corsets or girdles, using in their advertisements and 
boxing the trade-name ‘““Madame X.” There was evidence to sup- 
port the conclusion that in so doing they, or the Thompson-Barlow 
Company, Inc., were unaware of the previous user eight years 
before by Rockowitz. In 1924, and after the defendants had 
extensively advertised their business and built up a large and sub- 
stantial trade through the use of this name, Abraham Rockowitz 
learned of the fact, formed the plaintiff corporation, procured a 
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transfer to it by the receiver of the trade-mark, and commenced this 
litigation. There is evidence from which it may be inferred that 
the plaintiff corporation was formed for the very purpose of start- 
ing this lawsuit. It had little or no business, employees, machinery, 
or equipment. There is evidence from which it may also be inferred 
that Rockowitz after two unsuccessful attempts to carry on the 
corset business had abandoned the use of the trade-mark “Madame 
X.”” The second company of which a receiver was appointed in 
1916 had no good will; it was gone. Nothing was left except the 
trade-mark, which the receiver apparently did not sell, simply be- 
cause there was no market for it. If he could have sold it, it 
was his duty to dispose of it, for such were his orders from the 
Court which appointed him. The trade-mark was not used in con- 
nection with any business conducted by Rockowitz or his brother, 
Joe Rockowitz, from that time until the the day of trial. No at- 
tempt was made by them to use it. The next we hear of it in their 
connection is when the plaintiff is formed, and this lawsuit is 
brought. No user of the trade-mark has been made by the plain- 
tiff or its organizers. 

This brief outline of the case is sufficient, I think, to indicate 
that there was at least a question of fact to be determined as 
to the abandonment of the trade-mark by Rockowitz, if he owned 
it, or by Joe Rockowitz, if he were the person entitled to it. There 
being this question of fact to be determined or inferences which 
might reasonably be drawn in favor of the defendants from the 
facts, we can go no further, but must affirm the judgment below. 

To constitute an abandonment, there must not only be non- 
user, but an intent to abandon. In Baglin v. Cusenier Co., 221 
U. S. 580, 597, 31 S. Ct. 669, 674 (55 L. Ed. 868) [1 T. M. Rep. 
147], the Court held: 


“But the loss of the right of property in trade-marks upon the 
ground of abandonment is not to be viewed as a penalty either for non- 
user or for the creation and use of new devices. There must be found 
an intent to abandon, or the property is not lost; and while, of course, 
as in other cases, intent may be inferred when the facts are shown, yet 
the facts must be adequate to support the finding.” 
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See, also, Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 
86 S. Ct. 857, 60 L. Ed. 713 [6 T. M. Rep. 149]; Beech-Nut 
Packing Co. v. Lorillard Co., 278 U. S. 629, 47 S. Ct. 481, 71 
L. Ed. 810 [17 T. M. Rep. 159]; Glen § Hall Mfg. Co. v. Hall, 
61 N. Y. 226, 19 Am. Rep. 278. In the Beech-Nut Case, supra, 
the finding was the reverse of what it is here; that is, that there 
had been no abandonment of the trade-mark because of non-user 
for five years. The Supreme Court, however, dealt with it as a 
question of fact, as can gathered from the following quotation: 


“The mere lapse of time was not such that it could be said to have 
destroyed the right as matter of law. A trade-mark is not only a symbol 
of an existing good-will, although it commonly is thought of only as 
that. * * * Therefore the fact that the good-will once associated with it 
has vanished does not end at once the preferential right of the pro- 
prietor to try it again upon goods of the same class with improvements 
that renew the proprietor’s hopes. * * * Both courts having found for the 
defendant, we see no ground upon which it can be said that they were 
wrong as matter of law.” 

The same may be said here. The Appellate Division has held 
that abandonment was a question of fact and has sent the case back 
for a new trial. This is the same as saying that there was evi- 
dence of an intention to abandon the trade-mark as well as evi- 
dence of its non-user for eight years and more. The appellant 
is in the position of asking us to find that as matter of law there 
was no intent to abandon. 

The litigation over the S. O. S. Corset Company and the 
right to the name “Madame X”’ resulting in the finding that Joe 
Rockowitz, and not Abraham Rockowitz, owned the trade-mark; 
the appointment of a receiver of the corporation to sell the trade- 
mark; the employment of Joe thereafter as an automobile driver 
and Abraham by other corset concerns; the fact that no attempt 


was made to take the trade-mark out of the hands of the receiver 


until 1924, constituted some evidence from which a court might 
reasonably infer an intent to abandon. Anyhow, under all the 
facts in this case, we could not hold, as matter of law, that there 
was no intent to abandon or relinquish the trade-mark. There 
was no evidence that either Joe or Abraham Rockowitz attempted 
to buy the trade-mark from the receiver, or force its sale, or raise 
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money for the purpose of purchasing the trade-mark. The right, 
if any, was left dormant for eight years, and then at the end of 
that time the trade-mark was purchased from the receiver and 
turned over to a corporation formed by the Rockowitz brothers 
after they had discovered the profitable use of the name by others. 

“Mere lapse of time does not per se warrant the conclusion of aban- 
donment. The circumstances of the case, other than mere lapse of time, 


almost always give complexion to the delay and either excuse or give 
it a conclusive effect.” Browne on Trade-Marks, § 681. 


Again, it must be remembered that a trade-mark is a species 
of property to be used in connection with a going business. It has 
no value in and of itself. In United Drug Co. v. Theodore 
Rectanus Co., 248 U. S. 90, 97, 39 S. Ct. 48, 50 (63 L. Ed. 141), 
[9 T. M. Rep. 1], the Court said: 

“There is no such thing as property in a trade-mark except as a right 
appurtenant to an established business or trade in connection with which 
the mark is employed. The law of trade-marks is but a part of the 
broader law of unfair competition; the right to a particular mark grows 
out of its use, not its mere adoption; its function is simply to designate 
the goods as the product of a particular trader and to protect his good- 


will against the sale of another’s product as his; and it is not the subject 
of property except in connection with an existing business.” 


Registration does not create a trade-mark. It is not essential 
to its validity. Pulitzer Pub. Co. v. Houston Printing Co. (D. C.) 


4 F, (2d) 924 [16 T. M. Rep. 376]. And in Hanover Star Milling 
Co. v. Metcalf, supra, it was said: 

“In short, the trade-mark is treated as merely a protection for the 
good-will, and not the subject of property except in connection with an 
existing business.” 

This court likewise said in Falk v. American West Indies 
Trading Co., 180 N. Y. 445, at page 450, 78 N. E. 289, 240 
(1 L. R. A. [N. S.] 704, 105 Am. St. Rep. 778, 2 Ann. Cas. 216): 


“A trade-mark is not a piece of property that passes from hand to 
hand by assignment separate from the business of the owner of the trade- 
mark or of the article which it may serve to distinguish. Generally, it 
passes only with the business and good-will of which it is an inseparable 
part.” 


The plaintiff’s predecessor had no business in which to use a 
trade-mark. It hung in the air for eight years. 
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I have not discussed the relations of the defendants to the 
plaintiff. The Weil Corset Company was the manufacturer; the 
Thompson-Barlow Company, Inc., the distributing merchants. 
These matters become unimportant, if I am right in my con- 
clusions that there is some evidence from which an intent to aban- 
don and an abandonment may be inferred. 

For these reasons the order below should be affirmed, and 
judgment absolute ordered against appellant on the stipulation, 
with costs in all courts. 

Carpozo, C. J., and Pounp, ANprews, LeHMaAN, KELLOGG, and 
O’Brien, JJ., concur. 

Ordered accordingly. 


Winter GarpEN District CHAMBER OF CoMMERCE V. WINTER 


GARDEN Farr, ET AL. 
(299 S. W. 512) 


Court of Civil Appeals of Texas 
October 19, 1927 
Rehearing denied November 23, 1927 


Unrair Competirion—Trapv—E NAmes—GE0GRAPHICAL NAMES. 

The term “Winter Garden,” commonly used for years to describe 
certain territory located in the State of Texas, cannot be appropriated 
by a Chamber of Commerce organized within the district, to the 
exclusion of an organization formed to hold agricultural fairs within 
the same territory. 

In equity. Appeal from an order dissolving a temporary 


injunction. Affirmed. 


Templeton, Brooks, Napier & Brown, of San Antonio, Tex., 
for appellant. 

J. D. Dodson, of San Antonio, Tex., and Walter Stout, of 
Pearsall, Tex., for appellees. 


Fry, C. J.: Appellant sought a temporary injunction to re- 
strain appellee from the use of the words “Winter Garden” as a 
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part of the name of the fair annually held in Pearsall, Frio County, 
claiming that it had, in 1924, appropriated the words “Winter 
Garden,” descriptive of a district composed of the counties of 
Maverick, Zavalla, Dimmitt and Precinct No. 4 of Frio County, 
and afterwards, on March 19, 1927, had obtained a charter from 
the State of Texas of the Winter Garden District Chamber of 
Commerce. A temporary restraining order was granted and on 
a hearing of the facts that order was dissolved, and from that order 
of dissolution this appeal has been perfected. 

The statement made in the first part of the brief is not such 
a one as is contemplated by the rules as to briefing, but consists 
of appellant’s version of the facts and of argument in support of 
its position. The facts show that appellant was a voluntary unin- 
corporated association, composed of the chambers of commerce 
of the different towns in the district, which acted under this 
agreement until it was chartered in March, 1927. Its purposes, 
as stated in the charter, are: 


“For the organization of cotton exchanges, chamber of commerce 

boards of trade, with power to provide and maintain uniformity in the 
commercial usages of cities and towns, to acquire, preserve and dissemi- 
nate valuable business information, and to adopt rules, regulations and 
standards of classification, which shall govern all transactions with the 
cotton trade, and with other commodities where standards and classifica- 
tions are required, and generally to promote the interest of trade and 
increase of facilities of commercial transactions.” 
The objects of the Winter Garden Fair are stated to be “the 
encouragement of agriculture and horticulture by the maintenance 
of public fairs and exhibitions of stock and farm produce.” Ap- 
pellant has no capital stock, owns no property, and has very limited 
resources, if they are to be judged by the amounts collected to 
conduct the affairs of the district. The evidence disclosed that a 
vast territory, west, south and southwest of San Antonio, was 
known as Winter Garden territory. 

Appellant is claiming the exclusive right to use the name 
“Winter Garden,” and insists that, because in 1924 it chose the 
name to designate and identify it as a chamber of commerce in 
three entire counties, besides a portion of the county in which 


appellee holds its annual fair, it has exclusive right to the name. 
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The name “Winter Garden” is one that would be denominated a 
geographical name, and under the authorities cannot be exclusively 


appropriated as a valid trade-mark or trade-name. Hesseltine’s 
Law of Trade-Marks and Unfair Trade, p. 61 et seq. Numerous 
decisions are cited which support the text. Among the names held 
not trade-names are “York, Alabama- tube, Old Country, Trenton, 
London Dock, Durham Tobacco, Brooklyn White Lead, Buffalo 
Pitts, Moline, Ill., Clinton, Pocahontas, Columbia, Manhattan, 
Lackawanna, Elgin, Amherst, Ozark, Worcestershire, Yale, Lex- 
ington, Red River Special,’ and many others. 

In the case of Delaware & H. Canal Co. v. Clark, 18 Wall. 
(80 U. S.) 311, 20 L. Ed. 581, it was sought to restrain the use 
of the word “Lackawanna” as describing coal which was mined 
in the Lackawanna Valley, and the United States Supreme Court 


held: 


“The word ‘Lackawanna’ * * * was not devised by the complainants. 
They found it a settled and known appellative of the district in which 
their coal deposits and those of others were situated. At the time they 
began to use it, it was a recognized description of a region, and of course 
of the earths and minerals in the region. * * * It must, then, be con- 
sidered as sound doctrine that no one can apply the name of a district 
of country to a well-known article of commerce, and obtain thereby such 
an exclusive right to the application as to prevent others inhabiting the 
district or dealing in similar articles coming from the district, from truth- 
fully using the same designation.” 


In the case of Columbia Mill Co. v. Alcorn, 150 U. S. 460, 


14S. Ct. 151, 87 L. Ed, 1144, the Supreme Court cited and ap- 
proved the case of Delaware & H. Canal Co. v. Clark, and held: 


“The appellant was no more entitled to the exclusive use of the word 
‘Columbia’ as a trade-mark than he would have been to the use of the 
word ‘America,’ or ‘United States, or ‘Minnesota,’ or ‘Minneapolis.’ These 
merely geographical names cannot be appropriated and made the subject 
of an exclusive property.” 


In the case of Candee v. Deere, 54 Ill. 489, 5 Am. Rep. 125, 
it was desired to enjoin the use of the word “Moline” as applied 
to plows, and the Supreme Court of Illinois said: 


“Is it possible, can it be tolerated for a single moment, that a maker 
of ploughs at Moline shall not be permitted to sell his work as a Moline 
plough—to advertise them in every form as the Moline plough? Would 
it not be the truth, and shall a manufacturer be prevented from publishing 
to the world where his wares are made? * * * Any number of plough 
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makers can go with impunity to Moline and establish there plough fac- 
tories, and brand on their ploughs their own name and the name of the 
town, and send them broadcast over the country, to the joy of our farm- 
ers, and to the common benefit of all.” 

See, also, Castner v. Coffman, 178 U. S. 168, 20 S. Ct. 842, 
44 L. Ed. 1021. The authorities to the same effect are numerous. 
The decisions apply with equal force to trade-names as distin- 
guished from trade-marks. 

In all the cases coming under our consideration the plaintiffs 
sought protection for a name given to some product of the soil or 
some manufactured article, which they claimed to have made valu- 
able by their efforts in properly obtaining or manufacturing the 
same. 

Appellant had no product of nature to which it had given 
name; it had no manufactured article that it was advertising and 
selling. On the other hand, it was claiming to own the name to a 
vast extent of country, without being able to show any proprietary 
interest in the same. It is claiming a name that can be, and has 
been, applied to any country where vegetables can be grown in 
the open to maturity in the winter months. The vegetables so 
grown, wherever it might be, would be winter garden vegetables. 
The evidence clearly indicates that the whole of Frio County, of 
which Pearsall is the county site, was in a region known as the 
winter garden district, a name applied to it before appellant ever 
dreamed of appropriating the same. It could with equal propriety 
appropriate the name of “Rio Grande Valley,” which has become 
famous over the Union for its semitropical products. It is judi- 
cially known that for many years winter gardens have been suc- 
cessfully cultivated in the vicinity of San Antonio, and any person 
producing vegetables in those gardens could truthfully advertise 
them as being in the winter garden district. Appellant had no 
power or authority to segregate a portion of the winter garden 
district and claim the exclusive right to use the name “Winter 
Garden.” It could with as much propriety appropriate the name 
“Lone Star State” or “Alamo.” 


The evidence totally fails to show any intention or desire 


upon the part of appellee to deceive anyone or to interfere in any 
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manner with appellant’s prerogatives in organizing cotton ex- 
changes, chambers of commerce, boards of trade, or its maintenance 
of uniformity in commercial usages of cities and towns, or in the 
adoption of rules to govern transactions with cotton and other 
commodities or in rules as to classification of cotton or in its gen- 
eral efforts in the interest of trade and to increase facilities of 
commercial transactions. Appellee is seeking through its charter 
as a county fair no such imperial prerogatives as those enumerated, 
but seeks in a plain and unpretentious manner, as provided by its 
charter, to encourage “agriculture and horticulture by the main- 
tenance of public fairs and exhibitions of stock and farm produce.” 
Everyone knows the general objects of county fairs, and knows 
that they are never in opposition to promoting the welfare of their 
respective counties, but stand for the material advancement of 
the farms of the community. Appellee was shown to be in a sec- 
tion of the country known as the “Winter Garden” country, and 
had the same right to use that name that it had to use the words 
“Frio County.” It was located in both, and had an equal right to 
either name, and the use of either could not deceive anyone. Ap- 
pellant recognized the fact that other adjacent territory was in 
the real winter garden district by providing for adding it, when 
desired, to the district claimed by it since 1924, for the first three 
years as an unincorporated body, and then for a few months under 
a charter. Use of the words “Winter Garden” as part of the name 
of the fair did not deceive anyone, and did not have a tendency 
to deceive anyone. No one was injured, and, if it was the desire 
of appellant to advance the welfare and progress of the territory 
over which it claimed jurisdiction, it should have welcomed the 
efforts of appellee, a portion of whose county was in the district 
claimed by appellant, although there was some uncertainty as to 
the territory included therein. At one time it seems that a large 
number of acres, and even a whole county, were included, but 
afterwards for some reason were cast without the garden. In its 
zeal to push the district as a place for the production of citrus 
fruit, appellant obtained and used a picture of a fine orange tree 
in the yard of Mrs. Tyner, in the town of Pearsall, and sent it 
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out as an advertisement of the “winter garden district.” Appel- 
lant in that act showed that it considered Pearsall in the winter 
garden district, or it was a deliberate attempt to deceive the public. 

There is no equitable ground for relief by injunction, and 
the judgment of the trial court will be affirmed. 


Brack Brotuers Firour Mitts v. DENNIE 
Court of Appeals of the District of Columbia 
June 4, 1928 


ReoistereD TrapE-Mark—CaANnceLLATiIon—Descriptive Matrrer—Disciaimer. 

Where the matter common to the marks of both registrant and 

petitioner is descriptive and was disclaimed by the registrant, the 
petition for cancellation was rightly denied. 


Appeal from a decision of the Commissioner of Patents 
dismissing petition to cancel. Affirmed. 


James Atkins, of Washington, D. C., for appellant. 


Before Martin, Chief Justice, and Ross, Associate Justice. 


Ross, A. J.: Appeal from a decision of the Patent Office 
dismissing appellant’s petition for the cancellation of appellee’s 
registered trade-mark, consisting of the representation of a disk 
having the outer edge of one color, with a central portion of a 
different color, the representation of a chick appearing within the 
central portion of the disk, the words “Egg Mash” appearing in 
a rectangle horizontally across the center of the disk and chick, 
and the words “Just Right’ immediately above the disk. The 
words “Egg Mash” and “Just Right” are disclaimed apart from the 
mark as shown. 

This mark is used on egg mash in Class No. 46, Foods and 
Ingredients of Foods. 

Appellant’s mark, which was adopted prior to the entry of 
appellee into the field, consists of a ring, incomplete at the lower 
portion for about one-fourth of its extent, a picture of a little girl 
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carrying in one hand a pan of chicken feed, while scattering some 
of the feed with the other hand, several of the chicks being repre- 
sented as upon the ground, the whole appearing in the foreground 
of a farmyard, with a door of a building in the background. Just 
above this composite picture appear the words “Just Rite.” The 
mark is applied to poultry food, as is the mark of appellee. 

The Commissioner found that the words “Just Right’ as used 
in these marks are descriptive, and hence not susceptible of exclu- 
sive appropriation by either party. See Standard Paint Company 
v. Trinidad Asphalt Mfg. Co., 220 U. S. 446 [1 T. M. Rep. 10]. 

Appellee’s design, apart from the disclaimed words, not being 
“so simple as to be a mere device or contrivance to evade the law 
and secure the registration of non-registrable words” (Beckwith 
v. Com. of Patents, 252 U. S. 588 [10 T. M. Rep. 255]; Mce- 
Ilhenny’s Son v. Trappey & Sons, 51 App. D. C. 273; 278 Fed. 582 
[12 T. M. Rep. 91]), and the marks of the parties, apart from 
the descriptive words, not being descriptively similar, the decision 
was right and is affirmed. 

Affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to 
the registration of the term “Pineozone,” with the first O elongated 
relative to the other letters, as a trade-mark for a pine oil disin- 
fectant, in view of the prior use and registration by the predecessor 
of the Pine-O-Pine Company, of the term “Pine-O-Pine,” as a 
trade-mark for antiseptics and disinfectants produced from pine 
oil. 

The ground of the decision is that, the goods being of the 
same descriptive properties, the marks are so similar that their con- 


temporaneous use would be likely to cause confusion in trade. 
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In his decision, after noting that it was substantially admitted 
that the word “Pine” is merely descriptive of the goods, the First 
Assistant Commissioner said: 


“By adding the letter ‘O’ so that the first part of each mark becomes 
‘Pine-O, such common portions of the two marks may be said to be 
fanciful or merely suggestive, and the registrant has adopted substantial- 
ly this portion of the petitioner’s mark. The terminal words, ‘Pine’ and 
‘Zone, are wholly dissimilar. It would seem the similarity of the first 
portion of both marks consisting of ‘Pine O”’ gives character to the 
marks as a whole. If the marks here under consideration both appear 
upon the same class of goods in the same market, confusion of goods and 
of origin is believed to be quite probable. The notation ‘Pine O’ appear- 
ing in both marks and being the first part of each mark would seem to 
be retained in the mind of a purchaser to an extent that would result 
in confusion in trade.”* 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for refrigerators, the notation “Ice-O- 
Matic,” in view of the prior use by opposer of the notation 
“Tey-O,” as a trade-mark for dispensing cabinets for bottled goods 
of the refrigerator type. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks so similar that their con- 
temporaneous use would be likely to cause confusion in trade. In 
his decision, after pointing out that the words “Icy” and “Ice” are 
merely descriptive of the goods, the First Assistant Commissioner 
said: 

“The opposer’s trade-mark, as well as its corporate name, includes 
the addition of the separated letter ‘O, so that the mark as a whole 
must be considered as made up of separate parts and this is somewhat 
the same as these same two parts in the applicant’s mark. It is con- 
tended by the opposer, and there seems to be merit in this view, that the 
applicant has taken substantially the entire mark of the opposer and 
added thereto the word ‘Matic. It would seem the opposer’s mark and 
the first two syllables of the applicant’s mark are substantially the same 
and, when applied to refrigerators, would be likely to cause confusion 
of origin of goods. The words ‘Icy’ and ‘Ice’ are substantially alike and 


when the letter ‘O,’ separated by a hyphen, is used in connection with 
either, the general significance is the same.” 


* Pine-O-Pine Company v. The Selig Company, 151 M. D. 707, July 
21, 1928. 
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After further noting that the opposer had expended large 
sums of money in advertising and creating a valuable good-will, 
he said: 

“While the case is not free from doubt, yet it is believed, following 
the usual rule, the doubt should be resolved against the newcomer.” ? 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for fountain pens, a mark consisting of 
a yellow ring bordered on each side by a black ring, in view of 
the prior registration to another of a mark for fountain pens 
consisting of three alternate bands of black and gold. 

In his decision, after noting applicant’s argument that the 
large number of alternate yellow and black rings used by the 
registrant serve to distinguish from the applicant’s mark, the First 
Assistant Commissioner said: 

“It seems clear, however, that the applicant has approached too 
near the registered mark. The pens upon which both marks are used 
would be likely to be known in the trade and called for by customers 
as the pens with the black and yellow rings. It is believed confusion 


would be inevitable if both marks appeared upon these same goods in the 
same market.” * 


Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that the applicant is entitled to 
register a mark consisting of a composite picture including the 
representation of a hotel, the words “Maxwell House” and the 
slogan ‘Good to the Last Bite,” as a trade-mark for horse-radish, 
olive spread, cranberry jelly and a large number of similar goods, 
notwithstanding the prior adoption, ownership and registration of 
a trade-mark for coffee and tea, including the pictorial representa- 
tion of the same hotel and the slogan “Good to the Last Drop.” 

The ground of the decision is that the goods are not of the 
same descriptive properties and that it is only where they are of 
the same descriptive properties that the office can refuse regis- 
tration to the later user. 

The Icy-O Company, Inc. v. Sievers & Erdman Co., 151 M. D. 709, 


July 21, 1928. 
*Ex parte Mabie Todd & Company, 151 M. D. 719, July 30, 1928. 
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In his decision, after noting that the applicant has taken sub- 
stantially the principal characteristics of opposer's mark and para- 
phrased its slogan to fit its own goods and therefore registration 


should be refused if there is any doubt whatever, the First Assist- 
ant Commissioner said: 


“The applicant’s goods are in no sense beverages as are the tea and 
coffee sold by opposer, but belong to the class of salads and relishes and 
it is believed there is no warrant for holding the goods of both parties 
possess the same descriptive properties or belonging to the same class as 
such terms are used in the trade and have been interpreted or construed 
by the courts in previously adjudicated cases. While not unmindful of 
the fact that the registration of opposer’s mark by others upon different 
classes of foods tends to destroy the distinctiveness of opposer’s mark and 
to an extent may be said to damage opposer yet, under the statute, the 
only ground upon which refusal of registration to such applicants can be 
based is that the goods possess the same descriptive properties. In the 
case of American Tobacco Company, Inc. v. Gordon, 342 O. G. 510, 56 
App. D. C. 81 [16 T. M. Rep. 38], the Court noted that merchandise 
possesses the same descriptive properties in a statutory sense when the 
general and essential characteristics of the goods are the same, and noted 
that the ‘statute must be taken as it is found.’ It seems impossible to 
hold that opposer’s coffee and tea belong to the same class as the relishes 
and salads upon which the applicant applies its mark and since this is 


the only statutory basis for sustaining the opposition, the opposer must 
fail.” * 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of March 19, 1920, the word “Windsor,” 
as a trade-mark for watch movements, in view of the prior regis- 
tration of this same term as a trade-mark for watch cases. 

The ground of his decision is that the goods are of the same 
descriptive properties and, the marks being identical, confusion in 
trade would be likely to result. 

In his decision, after noting the argument that watch cases 
and watch movements are made by different manufacturers and 
that the purchasers of watch cases are generally parties who as- 
semble the movement therein and would be familiar with customs 
of the trade, the First Assistant Commissioner said: 


“It is believed the applicant’s contentions are without merit and that 
anyone purchasing a watch expects to and does obtain the complete article 


4 Cheek-Neal Coffee Co. v. Hal Dick Manufacturing Co., 151 M. D. 720, 
July 30, 1928. 
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of which the case and the works form parts. Such a purchaser would 
certainly be confused as to origin if the same trade-mark appeared upon 
both the movements and the case. The association of these two parts, 
always sold to the final user assembled into a unitary structure, is cer- 
tainly more intimate than were the goods in the case of Aunt Jemima 
Mills Co. v. Rigney & Co., 247 Fed. Rep. 407 [8 T. M. Rep. 163].”°® 


Kinnan, F. A. C.: The decision of the Examiner of Inter- 
ferences, dismissing on motion, an opposition brought by the Stand- 
ard Oil Company against the registration by the applicant, of the 
term “Nujol,” as a trade-mark for dried figs, was reversed. The 
opposition is based upon the prior use and registration by the 
opposer of the term “Nujol,” used upon a mineral oil sold as a 
laxative. 

In his decision, after stating that a motion to dismiss should 
be granted only when there was no probability that testimony could 
be presented which would warrant the sustaining of the opposition, 
the First Assistant Commissioner said: 

“It is apparent at once that the applicant has adopted the identical 
trade-mark alleged to have been adopted and used by the opposer con- 
tinuously since a date long prior to the entrance of the applicant into 
the field, and the latter has used the mark upon one well-known kind of 
a laxative while the opposer has used it upon another well-known kind. 
Both substances, the mineral oil and the figs, being used for the same pur- 
pose, this case is not so clear that the motion to dismiss should be 
granted. 

“Furthermore, the allegation in the notice that the applicant uses 
the trade-mark upon figs treated with ‘Nujol’ brings the goods substantial- 
ly within the class to which the opposer applies its mark. Mineral oil as a 


laxative and figs treated with mineral oil as a laxative constitute goods 
which would appear to possess the same descriptive properties.” ° 


Interference—Evidence 


Moors, A. C.: Held that The Sparks-Withington Company 
did not use the term “Pathfinder,” as a trade-mark for radio re- 
ceiving sets and parts thereof, until after that mark had been used 
by Pathfinder Radio Corporation, and therefore the latter only 
was entitled to register the mark. 

5 Ex parte Joseph Gottlieb, 151 M. D. 718, July 30, 1928. 


*Standard Oil Company v. California Peach & Fig Growers’ Asso- 
ciation, 151 M. D. 722, July 30, 1928. 
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The marks being the same and the goods the same, the only 
question involved was of that of the dates of use. 

In his decision, after stating that the testimony of the Path- 
finder Radio Corporation showed trade-mark use as early as 
December 19, 1925, the Assistant Commissioner, with reference 
to the contention that the sale on that date did not constitute trade- 
mark use because the purchaser was an employee of the corpora- 
tion, said: 

“Certainly a corporation may sell an article of trade in which it 
deals to one of its employees; and there is nothing of record in this 
proceeding to indicate but what the shipment of the radio set to McCoy 
was a bona fide sale, made in the regular course of business.” 

With reference to the testimony offered to establish an earlier 
use by The Sparks-Withington Company, he said: 

“The testimony of the witnesses as to trade-mark use of said mark 
is exceedingly general, and is unsupported by records of any kind, or by 
the testimony of consignees. The dates are fixed by memory alone. For 
example, the witness Knapp testified that the labels corresponding to 
the appellant’s Exhibit 5, were delivered to him ‘two or three days before 
Christmas, 1925’; and that he ‘immediately applied some of the labels to 
cartons and boxes containing radio sets and shipped them out.’ To whom 


the radio sets were shipped does not appear. 
* + * * * . 


“It would seem that the date when the mark was actually applied 
by the appellant to the goods and the goods shipped could have been 
easily established by record evidence.” 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that the applicant is entitled to 
register the mark “Maple Leaf,’ as a trade-mark for cane and 
maple syrup, notwithstanding the prior use and registration by the 
opposer of the term “Mapleine,’ as a trade-mark for syrup, 
syrup compounds and syrup substitutes. 

The ground of the decision is that, in view of the common 
use of the word “maple” in connection with this class of goods, 
the marks are not so similar that confusion in trade would be 
likely to occur from their contemporaneous use. 

In his decision, after pointing out that in the notice of opposi- 


*The Sparks-Withington Company v. Pathfinder Radio Corporation, 
151 M. D. 696, June 5, 1928. 
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tion, as filed by the attorney, claim of ownership was made to a 
registration which included among other features the representa- 
tion of an oak leaf, but that this registration was not referred to 


in the formal notice of opposition signed by the opposer, the First 
Assistant Commissioner said: 


“The instant opposition, therefore, rests merely upon ownership and 
use by opposer of the word ‘Mapleine’ on its goods from a date prior 
to that upon which the applicant adopted and used the mark ‘Maple 


Leaf.’” 

With respect to the similarity of the marks, the First Assist- 
ant Commissioner, after noting that there had been a number of 
prior registrations for this class of goods, including the word “‘ma- 
ple,” said: 

“The word ‘maple’ is merely descriptive of the goods and aside from 
the above noted registrations, no one is entitled to the exclusive use of this 
word in connection with goods of this character. The opposer added to 
this word ‘maple’ the terminal ‘ine’; while the applicant has added the 
separate word ‘leaf.’ It is believed these additions to the common word 
‘maple’ are sufficiently different to avoid confusion in trade. The applicant 


corporation is deemed to have differentiated from the opposer’s mark 


as much as the latter mark differentiates from those which preceded it 
in the field.” * 


Rospertson, C.: Held that applicant should not be refused 
registration of a trade-mark for toilet preparations consisting of 
the representation of the head and bust of a woman with her hair 
arranged in a “periodic” coiffure and wearing a plumed black 
hat, with the word “Wilfred” written across and beneath the face, 
because of the prior use by opposer of a trade-mark for the same 
goods consisting of the pictorial representation of the head and bust 
of a woman, with hair somewhat differently arranged from that 
of the applicant and curls extending across the shoulders, with the 
word “Kalos” extending across the bust. 

The ground of the decision is that, as neither of the parties 
was the first to use a mark of this general character for the goods 
and as one of the marks included the term “Kalos’’ and the other, 
equally prominently, the word “Wilfred,” it is not deemed that 


* Crescent Mfg. Co. v. Crimson Rambler Products Corp., 151 M. D. 703, 
June 19, 1928. 
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there is any likelihood that there would be confusion in trade, no 
such confusion having been shown. 

In his decision, after noting the holding of the Examiner of 
Interferences that neither applicant nor the opposer was the first 
to use a woman with her hair arranged in what might be called a 
“periodic” coiffure, the Commissioner said: 

“It is not necessary to consider whether the testimony shows that 
the mark registered to Giulia Brandeis was never used or was abandoned. 
At least this registration shows that a mark of the type in question did 
not originate with the opposer. This was considered by the Court of 
Appeals in the Nestlé and Anglo-Swiss Condensed Milk Company v. Walter 
Baker & Company, Limited, 167 O. G. 765, 37 App. D. C. 148 [1 T. M. 
Rep. 90], to be a matter of importance. The Court there referred to a 
registration effected under the Act of 1870 as showing that Walter Baker 
Company did not originate the mark involved in that case. 

“The testimony further shows that for many years manufacturers of 
toilet preparations have used marks which include the head of a woman 
in various styles and forms. While many of the marks referred to are 


subsequent to the proven date of use of the opposer, they show the gen- 
eral customs of the trade.” * 


Not a Trade-Mark 


Kinnan, F. A. C.: Held that an urn-shaped or vase-like 
figure forming a reinforced patch around the string hole of a 
tag is not registrable as a trade-mark for tags. 

After referring to applicant’s argument that if the patch 
were placed on a tag in some location other than around the string 
hole or if it were merely printed around the string hole, it would be 
registrable as a trade-mark, and referring to the decisions in In 
re The Goodyear Tire & Rubber Company, 339 O. G. 764, 55 
App. D. C. 400; Herz v. Loewenstein, 192 O. G. 993, 40 App. 
D. C. 277 [7 T. M. Rep. 31]; In re The Barrett Company, 262 
O. G. 167, 48 App. D. C. 586 [9 T. M. Rep. 227]; and In re 
Oneida Community, Limited, 198 O. G. 899, 41 App. D. C. 260 [4 
T. M. Rep. 72], the First Assistant Commissioner said: 


“It is apprehended that these mere shapes of parts constituting func- 
tional portions of the integral or complete article can not be regarded 
as registrable trade-marks even if purchasers learn to identify the origin 
of goods by such shape or contour. There do not appear to be any 


°E. Burnham, Inc. v. Wilfred Laboratories, Inc., 151 M. D. 716, 
July 27, 1928. 
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adjudicated cases to which my attention has been called or with which I 
am familiar that support the view of the applicant that the shape or con- 
tour of the reinforcing patch is registrable as a trade-mark.” ” 


Not Merely Corporate Name 


Rosertson, C.: Held that applicant should not be refused 
registration of a trade-mark for coffee consisting of the word 
“Naborhood” and the words “Has a Friendly Flavor,’ the latter 
being disclaimed except in connection with the mark, merely be- 
cause of the incorporation of opposer. 

The ground of his decision is that the mark sought to be 
registered is not the mere name of a corporation and there was no 
testimony to show that the opposer had ever used the mark upon 
goods of the same descriptive properties as those of applicant. 

In his decision, after quoting from the American Steel Foun- 
dries case (842 O. G. 711, 269 U. S. 872) [18 T. M. Rep. 289], 
and noting that there was nothing in the record to show what 


goods, if any, were sold by the opposer and further noting that 
“Naborhood,” while fanciful as applied to coffee, is a common 
descriptive term as applied to houses, schools, stores, etc., the 
Commissioner said: 


“It is not necessary to decide whether, if it had been established 
that the corporation was engaged in the business of selling coffee, the mark 
sought to be registered was so similar to the corporate name that con- 
fusion would be likely and the mark should therefore be refused regis- 
tration. Being without information as to what goods, if any, have been 
sold by the opposer, and therefore no judgment as to probability of con- 
fusion of goods being possible, the only ground upon which registration 
could be refused would be the specific provision of the statute as to the 
corporate name alone and, it appearing that the mark is not the entire or 
substantially the entire name of the opposer, there is nothing in the record 
which would justify refusing registration of the applicant’s mark.” “ 


* Ex parte Dennison Mfg. Co., 151 M. D. 713, July 24, 1928. 
™ Naborhood Stores, Inc. v. Keystone Grocery & Tea Co., 151 M. D. 
723, July 31, 1928. 
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